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REMARKS 

Claims 1-8 and 10-21 are pending. Claim 9 has been canceled. Claims 19 and 20 have 
been withdrawn from consideration. Claims 1 » 7> 8 and 21 arc amended. 

SI 12 Rejections 

Claims 1-8, 10-18 and 21 stand rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicants regard as the invention. 

The Patent Office asserts that in each of the independent claims, the "adhesive layer" which 
ends the claim has no meaningful structural relationship with the remainder of the claim. 
Applicants have aniended claims 1 and 21 to more clearly define the present invention, Supptirt for 
these amendments can be found, for example, on page 2, lines 22-25; Figures I and 2; and claim 9. 
Applicants respectfully submit that the amendments clarify the structural relationship between the 
adhesive layer and the remainder of the claim. 

The Patent Office asserts that '^vith respect to claims 7 and 8, the newly added phrase 
'exposed to the air' is unclear just as how the stmctural relations that can exist have been changed 
from what previously existed." Applicants have amended claims 7 and 8 to more clearly defme the 
present invention. These amendments are not intended to, and do not limit the original scope of the 
claims. Support for the amendments can be found, for example, in Figures 2 and 3 and tlie 
accompanying description at page 3, lines 12-13; and page 1 5, lines 4-19. 

Applicants respectfully submit that claims 1 ™8, 1 0-18 and 21 , analyzed in light of the 
content of the application disclosure and the claim interpretation that would be given by one 
possessing the ordinary level of skill in the pertinent art at the time the invention was made, 
apprises one of ordinary skill in the art of its scope and therefore, serve the notice function required 
by 35 U.S.a § 1 1 2, second paragraph. (MPEP § 21 73.02) 

In sunmiary, Applicants submit that the rejection of claims 1-8, 10-1 8 and 2 1 under 35 
U.S.C. § 1 12, second paragraph should be withdrawn. 
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6 103 Rciecttons 

Claims M8 and 21 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
JP -244, either taken individually, or for claims 7 and 8 in ftjrther vievv of EP -264. Additionally, 
Claims 1-I8and21 stand rejected under 35 U.S,C. § 103(a) as being unpatentable over JP -953, 
either taken individually or for claims 7 and 8 in further view of EP -264. 

Claim 9 has been canceled, rendering the rejection with respect to claim 9 moot. 

To establish a prima facie case of obviousness, three basic criteria must be met. l- irst, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination aiid the reasonable 
expectation of success must both be found in the prior art and not based on applicant's disclosure. 
The initial burden is on the Patent Office to provide some suggestion of the desirability of doing 
what the inventor has done, (See M.P.E.P. 706.020)0 

Neither JP -244 nor JP -953 teaches or suggests a first layer comprising a transparent 
film, the first layer having a first major surface and a second major surface opposite the first 
major surface; a second layer comprising a fluid transport substrate, the second layer having a 
first major surface and a second major surface opposite the first major surface, the first major 
surface of the second layer being in contact with the second major surface of the first layer; a 
third layer comprising a fluid transportable ink, the third layer having a first major surface and a 
second major surface, the first major surface being in contact with the second major surface of 
the second layer; and an adhesive layer in contact with the second major surface of the third 
layer. 

Both JP -244 and JP -953 teach an ink layer located between the transparent layer and the 
fluid transport substrate. The Patent Office asserts that the location of the ink layer is simply a 
matter of routine choice that is well within the ordinary skill of the art. 

Applicants respectfully traverse. As both JP -244 and JP -953 teach a functional water- 
indicating device, there is no motivation to modify these devices as suggested by the Patent 
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OlTice. Furthermore, absent the teaching of the present application, there is nothing in the cited 
references which provides a reasonable expectation for success should the proposed 
modifications to JP -244 or JP -953 be made. Neither JP -244 nor JP -953 leaches or suggests 
that, if the ink layer were placed on the side of the fluid transport substrate o pposite the 
transparent layer, that the change in the ink which occurs upon contact with water would be 
visible when viewed through the transparent layer. 

EP -264 fails to address this deficiency in JP -244 and JP ™953, 

With regard to claims 7 and 8, EP -264 fails to teach or suggest a hole through a first 
layer comprising a transparent layer, exposing a second layer comprising a fluid transport 
substrate (see, amended claim 7). Nor does EP -264 leach or suggest a hole through a first layer 
comprising a transparent layer, and a second layer comprising a fluid transport substrate, 
exposing a third layer comprising a fluid transportable ink layer (see» amended claim 8.) 

Referring to Figure 1 , EP -264 teaches a lower case 2 provided with a hole 3 bonded to a 
transparent sheet 5, The hole pennits the plain paper and ink to be visible through the 
transparent layer, but the transparent sheet blocks the white plain paper and the ink layer ftom 
exposure to fluids passing through the hole in the case. (Sec, col 2, lines 34-51.) 

For at least these reasons, a prima facie case of obviousness has not been made with 
respect to Claims 1-18 and 21 . The rejection of claims 1-18 and 21 under 35 U.S.C. § 103(a) as 
being unpatentable over JP -244 and for claims 7 and 8 in further view ofEP -264 should be 
withdrawn* Additionally, the rejection of claims 1-18 and 21 under 35 U^S.C, § 103(a) as being 
unpatentable over JP -953 or for claims 7 and 8 in fiuiher view of EP -264 should be withdrawn. 

In the Advisory Action mailed on May 30, 2003, the Patent Office suggested that the 
Applicants carefully consider newly cited JP -837. Applicants note that JP -837 was published on 
October 25, 2002, while Applicants' filing date is October 5, 2001 , Based upon tliese dates, 
Applicants believe that JP -837 is not relevant to the patentability of the present invention under 35 
U.S.C. §§ 102 (a) or (b)* Furthennore, Applicants are not aware of any other family members for 
JP -837, thus Applicants believe that JP -837 is not relevant to the patentability of the present 
invention under 35 U.S,C. § 102 (e). In summary. Applicants are unaware of any basis upon which 
JP -837 is relevant to the patentability of the present invention. 
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In view of the above, it is submitted that the application is in condition for allowance. 
Reconsideration of the application is requested. 

Allowance of claims 1-8, 10-18 and 21 , as amended, at an early date is solicited. 



1/ >>-it^/ 

Date ' 



Respectfu 




Icott A. Bardeir, Reg. No.: 39,594 
Telephone No.: (65 1 ) 736-6935 
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Office of Intellectual Property Counsel 
3M Innovative Properties Company 
Facsimile No.: 65 1 -736-3833 
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Version with mttrkings to show aiwendmenta made: 



major 



1. (Twice Amended) An adhesive article comprising 

a first layer comprising a transparent film, the first layer having a first major 
surface and a second major surface opposite the first major surface; 

a second layer comprising a fluid transport substrate, the second layer having a first 
surface and a second major surface opposite the first major surface, the first major surface 
ofthe second layer being in contact with the second major surface of the first layer; 

a third layer comprising a fluid transportable ink, the third layer Winj a first 
mainr surface »nd a gecopd mqjftr aurface. the first major surface being in contact with the 
second major surface of the second layer; and 

an adhesive layer in contact wit^i the second i ^aior surface nf the third layer. 



7, (Twice Amended) The adhesive article of claim 1 \i^vma a hole thrangh the 
first layer, exposing the aecond layer jwherein the first layer defmes a hole, and the second 
layer is thereby exposed to (he air]. 

8. (Twice Amended) fhe adhesive article of claim 1 hftving a hole through the 
first and second lavers. exposing the third layer (wherein the first layer and the second 
layer define a bole, und the third layer is thereby exposed to the airj. 

2 1 . (Twice Amended) A label comprising 

a first layer comprising a transparent film, tlic first layer having a first major 
surface and a second major surface opposite the first major surface; 

a second layer comprising a fluid transport substrate, the second layer having a first 
major surface and a second major surface opposite the first major surface, the first major surface 
ofthe second layer being in contact with the second major surface ofthe first layer; 
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a third layer comprising a fluid transportable ink, the third layer having a first 
maior surface and a second maior aurface. the firs t maior surface being in contact with the 

second major surface of the second layer; 

an adhesive layer in contact wHh the second maior gg rface of the third laveri 

and 

a printed layer on the first major surface of the first layer. 
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